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GROUPING OF CLAIMS 

The Examiner mischaracterizes Appellant's brief as lacking a statement that the claims do 
not stand or fall together and as lacking separate arguments for individual claims. In fact there is 
such a statement. Moreover, there are numerous separate arguments relating to claims and 
groups of claims. Accordingly the claims do not stand or fall together. 

What structures are claimed? 

Appellant would like to begin with the Examiner's last statement "There is [sic] no 
specific structures claimed." This completely false statement seems to be at the heart of both 
rejections. 

Claim 36, for instance, recites "a sub-presentation program segment comprising a 
presentation element with a play-out specification . . . ; and an interface program segment 
defining a reference timing. . ." Thus the claim requires a segment with three elements: 

• presentation element, i.e. content to be presented to the user; 

• play-out specification; and 

• segment defining reference timing. 

This is a data structure. It relates to physical organization of data on the storage medium. The 
data is organized such that it has at least one sub-presentation program segment. The segment 
includes an element and another segment. 

Claims 28 and 37 are similar in this respect. 

The Examiner's complete failure to recognize these claim recitations is utterly baffling. 
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"Program" 

Applicant has pointed out that the adjective "program" as used in phrases "program 
portion" and "program segment" relates to the type of "program" that would appear on a 
television. Applicant would like to point out further that the verb "to program" — or 
"programmed" in its past tense as used in the claims — relates to the type of programming to be 
done in a data processing device. 

Applicant regrets the necessity of combining these two different meanings of the word 
"program" in the same claims, due to the limitations of the English language. However, 
Applicant believes that the claims are nevertheless clear to one of ordinary skill in the art. 

Independence of definition of reference timing 

Independent claims 28, 35, 36, and 37 all recite that the reference timing is defined 
independent of the presentation element. However, the reference timing is still recited as being 
in the segment that also has the presentation element and the play-out specification. This is a 
physical issue of organization of the data. 

The Examiner has never really addressed this issue. The Examiner points to a user 
interface with icons whose size represents timing information. If the Examiner is implying that 
the icon is a presentation element with respect to the graphical user interface, then the timing 
information is not separate from the presentation element. On the other hand, if the Examiner is 
implying that the presentation element is not actually in the icon, then the presentation element is 
not within the segment as claimed. 

The Examiner even apparently admits in his answer that the presentation element of the 
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program to be presented is stored somewhere else in the computer from the icon, and therefore 
not in the segment with the other information as claimed. 

Gudmondson & Claim 44 

Gudmondson is cited against the recitations of claim 44. Gudmondson relates to the 
field of object-oriented programming. Gudmondson's containers are "objects." Applicant would 
like to say a bit more about object-oriented programming, as explained in the FOLDOC Internet 
document submitted earlier in prosecution. This definition explains that objects are data 
structures encapsulated with routines. For instance, in Gudmondson, at col. 8, line 43, objects 
receive messages. Accordingly, objects are not merely data structures. They typically contain 
data structures, though the Examiner has not demonstrated what data structures these objects 
actually contain. 

Objects are self-contained. In other words, one object cannot access the data structures of 
another object. Such an access would be a violation of object-oriented programming techniques. 
Even if one object is encapsulated within another object, the data structures within the 
encapsulated object should not be put together with the data structures of the encapsulating 
object. They need to remain separate so that the objects remain modular. 

Claim 44 recites a sub-sub presentation data structure within a sub-presentation data 
structure, namely a hierarchy.with in a data structure. This should not be possible in 
Gudmondson, even if one reads the reference to say what the Examiner thinks it does. The data 
structures in objects farther down a hierarchy of objects should not be accessible to or combined 
with data structures in objects farther up in a hierarchy. Such access or combination would 
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violate the self-contained nature of objects. 

Accordingly, the Examiner has failed to make a prima facie case of obviousness with 
respect to claim 44. 

NEW POINTS OF ARGUMENT WITH RESPECT TO NON-S TATUTORY SUBJECT 
MATTER (THE EXAMINER'S ANSWER AT PAGES 9-10) 

The new points of argument in the Examiner's Answer cut right to the heart of the 
Examiner's misunderstanding of the law. He states in the middle of page 10: 

"Here MPEP [sic] gives a good example, noting that 'non-statutory music ... does not become 
statutory by merely recording it on a compact disk.' Similarly, the Appellant's claimed 
'presentation element with a play-out specification' is no different from a musical note with its 
playout specification (i.e. duration, how high the note is, etc.)" 

The MPEP says that " nonstatutory music . . . does not become statutory by merely recording it 
on a compact disk." [emphasis added] In other words, it has generally been held that the music 
itself is not patentable. A particular piece of music does not become patentable by being 
recorded. 

By contrast, a type of plavout specification of music certainly could be patentable per In re 
Lowry, if it were new and non-obvious and if it specified: 

• physical interrelationships between information in memory; and/or 

• how an application program might manage information; and/or 

• functional characteristics of memory. 

even if it were only for recording music. A new and non-obvious type of play-out specification is 
not "nonfunctional." It is functional It has the function of specifying play-out. 
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The Examiner does not seem to grasp that the technique for specifying play-out is 
independent of data to be played out. The same piece of music might be specified according to 
several standards. The same standard might specify any number of different pieces of music. 
The music is not the same as the standard according to which it is recorded. Thus an upgraded 
version of the .wav standard would be patentable, if new and non-obvious; while a particular 
song, such as "Living La Vida Loca," would most likely not be. 

Here, the claims do not recite particular, text, audio, or video content of program 
portions. They do not say "Star Trek Episode # 1 0," for instance. The claims specify the 
functional and physical interrelationships of information on the disk, not the content itself. 

The Examiner even cites the language 

<c the . . . segment comprises a group of [presentation] elements which are 
programmed to be presented simultaneously with respect to each other." 
from claim 30. Inexplicably he thinks this is like a recitation of a recording of a particular piece 
of music or video. In fact, a segment comprising a group of presentation elements defines 
structure on the medium. "Programmed to presented simultaneously" defines the function of an 
application program. 

By contrast, if the claim said "a video recording of the second Harry Potter movie in 
which Harry Potter, Ron Weasley, and Hermione Granger all appear at the Hogwarts School 
together in the same picture" that would be content. In such a picture, Harry, Ron & Hermione 
are not elements of a segment on a medium as recited. They are not programmed to appear 
together. They are all part of the same picture to start with. It is this type of specific content, i.e. 
a specific picture, that the section of the MPEP strives to avoid becoming the subject of a patent, 
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but this is not what Appellant has claimed. 

The Examiner says that musical notes can be elements that can be programmed to be 
presented simultaneously. If so, then the Examiner should phrase this as an art rejection and 
present prior art that says so. Otherwise, so far as Appellant knows, the notes are all recorded 
together as a conglomerate of frequencies, not as elements that are presented together by being 
programmed. 

Moreover, the material in the claim would not readily lend itself to copyright protection, 
unlike the unpatentable material described in MPEP 2106. Copyright protection relates to a form 
of expression, such as the particular composition of a photograph or the words in text. Copyright 
protection does not protect function, such as that recited in the claims. 

NEW POINTS OF ARGUMENT WITH RESPECT TO THE A RT REJECTIONS OVER 
MOORBY (EXAMINER'S ANSWER AT PAGES 11-12) 

The Examiner's new points of argument with respect to the reference accentuate his 
confusion between the structure of data in memory and content to be presented on the screen. 
These new points of argument also highlight the Examiner's misunderstanding of what is 
claimed. 

The Examiner says "Moorby graphically shows how the presentation elements are 
synchronized," but Applicant does not claim showing how presentation elements are 
synchronized. 

As explained above, Claim 36, for instance, recites a sub-presentation program segment 
comprising a presentation element with a play-out specification . . . ; and an interface program 
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segment defining a reference timing. . .» Thus the claim requires a segment with three elements: 

• presentation element, i.e. content to be presented to the user; 

• play-out specification; and 

•' segment defining reference timing. 

The Examiner says "Appellant somehow appears to continue making the argument as if 

the graphical displays must be able to store the data on the graphic itself." YES ! ! !, The 
claims require all three categories of items to be in a segment. The graphic icon the Examiner is 
referring to does not store the elements as claimed. 

The Examiner admits "Applicant should recognize that whatever displayed [sic] on the 
screen is not the whole data." This is exactly right, and is exactly Applicant's point. The 
reference is a graphical user interface. This is visual content, as displayed on the screen. The 
structures in memory that relate to this interface are unknown and need not be stored as claimed 
by Applicant at all. There are many other ways that the data could be organized. For instance, 
there could well be four separate files with, respectively: 

1 . timing information relating to all presentation elements; 

2. image data for creating all the possible visual displays of the graphical user interface; 

3. several presentation elements to be selected using the icons on the graphical user 
interface, e.g. the actual audio/video material; and 

4. additional play-out specification material. 

These four files could even be on distinct media. For instance, some might be on a DVD and 
some might be on a hard drive. Software could integrate the functioning of such separate files to 
create the graphical user interface shown in Moorby and to effect play-out in response to 
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selection of icons. Such a structure would not anticipate the invention or render it obvious at all. 

The Examiner says "Applicant is misconstruing the Moorby reference by saying that the 
'icons' are the only things that are stored in the computer of Moorby." Applicant has not said 
any such thing. Certainly something must be stored in Moorby's computer. The problem is that 
the Examiner has not demonstrated what that is - and a fortiori has not demonstrated that what 
is stored in the computer is the segment and element data structures claimed by Applicant. 

The Examiner says "since Moorby's storage contains both the playout data and the 
playout specification indicating how the presentation element is to be played,' the claim 
limitations are clearly met." But this is not what the claims recite, that such data could be 
anywhere in storage. There has to be a segment with the elements as claimed. Just having the 
data anywhere in any storage fails to teach or suggest the specific data structures set forth in the 
claim. 

The Examiner completely mischaracterizes the claims in saying "There is [sic] no specific 
physical structures claimed." Applicant has pointed out these structures in great detail with 
respect to numerous claims. 
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Applicant respectfully submits that he has answered each issue raised by the Examiner 
and that the application is accordingly in condition for allowance. Such allowance is therefore 
respectfully requested. 
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